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RESPONSE TO RESTRICTION REQUIREMENT 

This Response to Restriction Requirement is timely filed on August 11, 2004, in view of 
the Petition for a Five Month Extension of Time. 

Claims 1-11 and 31-51 are pending in the application. 

In the Restriction Requirement issued by the Examiner the Examiner has restricted the 
claims 1-1 1 and 31-51 into eight groups: 

Group I - claims 1-4, 9-1 1, and 49, drawn to products of the structure I variously 
classified in classes 540 and 548; 

Group II - claim 5 drawn to polymer matrix products variously classified in class 

424; 

Group III - claim 6 drawn to membrane products variously classified in class 516; 
Group IV - claim 7 drawn to liposome products variously classified in class 428; 



Group V - claim 8 drawn to products of the structure VI variously classified in 
classes 540 and 548; 

Group VI - claims 31 and 32 drawn to processes for the preparation of structure I 
variously classified in classes 540 and 548; 

Group VII - claims 33-46 drawn to methods of use for the structure I variously 
classified in class 514; 

Group VIII - claims 50 and 5 1 drawn to processes for the preparation of the 
structure VI variously classified in classes 540 and 548. 

The Examiner argues that inventions I and VI are related as a process of making a 
product and the product made, as are inventions of Group V and Group VI. However, the 
Examiner argues that the inventions of Groups I and VI are distinct because the process can be 
used to make other "materially different" products such as the compound of structure VI. With 
respect to the inventions of Group V and Group VIII, the Examiner argues that the inventions are 
distinct because the process can be used to make the compound of structure I. 

With respect to the inventions of Groups I, II, III, IV, and V, the Examiner argues that 
they are independent and distinct products because they differ in the values for "n" and for "R" 
and moreover because the products of Group I and Group V are compounds whereas the 
inventions of Group II, Group III, and Group IV are a polymer matrix, a membrane, and a 
liposome, respectively. 

The Examiner argues that the inventions of Group VI and Group VIII are independent 
and distinct processes because of the use of different reactants and reaction conditions and 
products, relying primarily on the fact that the process of Group VI prepares compounds of the 
structure I and the process of Group VIII prepares compounds of the structure VI. 

The Examiner argues that the inventions of Groups I and VII are related as product and 
processes of use but are distinct because the process for using the product can be practiced with 
another materially different product, such as, aluminum hydroxide or calcium carbonate 
cocktails. 

The Examiner contends that the inventions of Groups II-IV and VI-VIII are unrelated as 
they are not disclosed as capable of use together since the processes of Group VI and Group VIII 
function to prepare the compounds VI and I and do not prepare the polymer matrix, membrane, 
or liposomes. 
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Finally, the Examiner argues that the inventions of Group V and Group VII are unrelated 
as they are not disclosed as capable of use together. 

The applicants respectfully traverse the rejection. 

As a threshold matter, the applicants object in the strongest terms to the issuance of this 
restriction requirement and request its prompt withdrawal on the grounds that its imposition is 
unduly prejudicial to the applicant. This application was filed in 2001, numerous Office Actions 
have been issued and responded to, at considerable time and expense on the part of the applicant. 
During three years of correspondence with the Examiner, no restriction requirement had been 
imposed on the initially filed claims. Indeed all but one issue related to the patentability of those 
claims had been successfully resolved. It is only now, in 2004, that the Examiner has imposed 
an eight-way restriction requirement, effectively forcing the applicants to "re-prosecute" the 
application eight times, and effectively eroding the patent term on any result patents because of 
the additional prosecution required. The resultant prejudice to the applications because of the 
USPTO's apparent carelessness in failing to restrict the application at the outset (three years ago) 
is great. 

In a teleconference with Examiner Anderson, this issue was discussed. Examiner 
Anderson reported that the restriction requirement was necessary because Examiner Gerstel was 
"mistaken" in examining the application as if the claims constituted one invention. The 
applicants respectfully submit that, even if this was true, imposition of an eight- way restriction in 
the application at this late date in the prosecution imposes an undue burden on the applicants and 
punishes the applicants for an alleged error on the part of the USPTO, by forcing re-prosecution 
of the application, eight times. 

Moreover, the restriction imposed by the Examiner is not proper. The technologies 
described in this application are all related and are not distinct from one another. Claims 1-4, 9- 
1 1 and 49 describe specific compounds, each of which may be incorporated into a polymer 
matrix (claim 5), a membrane product (claim 6) or a liposome (claim 7). Thus, a search of the 
compounds of Group I will result in any information and prior art related to at least Groups II, 
III, IV and V. 
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Similarly, claims 3 1, 32 (Group VI) and 33-46 (Group VII) describe methods of 
manufacture of structure I and methods of use for the compounds of structure I; and, at least in 
the case of Group VI and VIII, they are the same classification. 

PROVISIONAL ELECTION 

In view of the foregoing, it is requested that the Examiner reconsider and rejoin the 
claims of all groups and examine them all together, as was initially done by Examiner Gerstl in 
the prior three years of prosecution. 

Alternatively, it is requested that the Examiner rejoin the claims of Groups I, II, III, IV, 
V, VI and VIII, together, thereby imposing a two way restriction. 
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CONCLUSION 



In view of the foregoing, and in view of the findings of Examiner Gristl in the prior 
prosecution, it is submitted that all claims are allowable over the prior art. Examination and 
allowance of the claims at the earliest opportunity is respectfully requested. 

Respectfully submitted, 



JONATHAN L. SESSLER, et al. 
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